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earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )0 Responsive to communication(s) filed on 08 February 2007 . 

2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 C.D. 1 1 , 453 O.G .213. 
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Application Papers 
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10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the “right to exclude” granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-12, 14 and 19 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-47 of 
copending Application No. 10/678,471 (US 2005/0075426) and claims 1-46 of 
10/947,265 (US 2005/0075426 A1). Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the functionalized PPE resin 
and amounts thereof of said patent encompasses the instant ester capping end groups 
and amounts and since the instantly recited "comprising” permits the presence of an 
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acryloyl monomer of said copending Application. Note that the impact modifier in claim 
1 is an optional component when a flame retardant is used. Also, various additives 
recited in said copending Applications encompass the instant impact modifier and filler, 
for example. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1 , 2, 5, 9, 1 1 , 1 4 and 1 9 are rejected under 35 U.S.C. 1 02(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Braat et al 
(US 6,306,978). 

This rejection is re-introduced due to new evidence (Disch et al, US 
2003/0162912 Al , discussed in the next rejection) supporting the examiner’s earlier 
position with respect to a rubber modified polystyrene being an impact modifier. 
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Braat et al teach a PPE having end groups modified with a salicyclic ester or 
anthranitic acid at col. 3, line 55 to col. 4, line 6, and said salicyclic ester and anthranitic 
acid yield aromatic ester end groups. The use of 25-75wt.% of polystyrene or an impact 
modifier such as rubber modified polystyrene is taught at col. 6, lines 29-49. The 
components of claims 3 and 4 are optional. Claim is given the broadest interpretation 
known in the art and thus, the impact modifier is not limited to block copolymer asserted 
by applicant. 

Thus, the instant invention lacks novelty. 

Claims 1, 2, 5, 9, 11, 14 and 19 are rejected under 35 U.S.C. 103(a) as obvious 
over Braat et al (US 6,306,978) in view of Disch et al (US 2003/0162912 Al). 

Note that Disch et al teach that the impact modifier includes a rubber modified 
polystyrene such as ABS of graft polymer in [0021 ]-[0024], and thus the rubber modified 
polystyrene of Braat et al meets the instant impact modifier of claim 1 supporting the 
examiner’s position in above. Also, claim 1 is silent as to the particular impact modifier, 
and thus, said rubber modified polystyrene of Braat et al meets the claim 1 and 1 1 
simultaneously. 

It would have been obvious to one skilled in tne art ai the time of invention to 
utilize a rubber modified impaxt modifier such as ABS of Disch et al in the composition 
of the capped PPO of Braat et al since Bratt et al teach employing such rubber modified 
polystyrene. 
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Again, applicant asserts unexpected results, but the examiner does not see such 
unexpected result since Braat et al teach the instant capped PPO and thus 
applicant’s asserted, the instant examples 2, 3, 5 and 6 in Table 2 actually fall within the 
scope of the PPO of Braat et al. Other examples without capping agent or capped PPO 
regardless of the inventive or comparative examples do not tell anything since Braat et 
al teach the instant capped PPO. Therefore, the examiner does not see any 
meaningful comparison in Table 2 since both inventive and comparative examples 
must have capping agent or capped PPO, and the inventive examples would contain 
the recited compound(s). Note that comparative example 8 using a capped PPO and 
HIPS (impact modifier) falls within the scope of the claimed invention, but oddly, 
applicant asserts that it shows inferior results. 

Claims 1-12, 14, 16 and 19-21 are rejected under 35 U.S.C. 103(a) as obvious 
over Braat et al (US 6,306,978) in view of Geprags et al (US 2003/0130403 Al). 

Rejection is maintained for reason of record with above response. 

Claims 1-12, 14, 16 and 19-21 are rejected under 35 U.S.C. 103(a) as obvious 
over Braat et al (US 6,306,978) in view of Adedeji et al (6,872,777). 

Rejection is maintained for reason of record with above response. 
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Claim 15 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claims 17 and 18 are allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tae H. Yoon whose telephone number is (571 ) 272-1128. The examiner 
can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Vasu Jagannathan can be reached on (571) 272-1119. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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